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The Odds Of Getting A Case Stayed Pending AIA Review 

Law360, New York (November 05, 2014, 10:25 AM ET) --  

Your client has just been sued for patent infringement. Of course, like 
everyone else, you immediately think to file a petition with the U.S. 
Patent and Trademark Office to review the patent under the America 
Invents Act, either as an inter partes review or a covered business 
method review, and move to stay the litigation. You tell your client 
that this is a terrific strategy as it will lower their litigation cost and 
give them a better chance to invalidate the asserted patents. But if 
the district court does not stay the litigation, the “cheaper” solution 
may end up costing your client more money as they have to litigate in 
district court and the PTO. 
 
But it is not only defendants who have to worry about whether a 
court will stay litigation pending an AIA review. Having to survive an 
AIA review before being able to proceed with its district court 
litigation is a possibility for every patent holder. So how likely is it for 
a district court to stay patent litigation pending an AIA review? Just 
flip a coin because the odds of a district court case staying litigation 
pending an AIA review is 50/50. 
 
Well, maybe. There are hundreds of judges across the country, and they each have their own 
tendencies. Also, some judges hear few patent cases, making them less predictable. Instead of looking at 
every court across the country, we focused on the two most popular courts: the Eastern District of Texas 
and Delaware. Not only are these the two most popular courts for patent cases, having nearly 3,000 
patent cases filed between the two in 2013, but these courts have a relatively limited number of judges, 
making it easy to identify tendencies of the court. 
 
For cases filed in these two courts, motions for stays of litigation were granted as often as they were 
denied. A closer review of the decisions, however, reveals that whether a judge will stay a case pending 
an AIA review is predictable depending on the facts specific to that case. 
 
Delaware 
 
We reviewed 40 decisions on motions for stay pending an AIA review. Of those 40, 26 were granted, 12 
were denied, and two were denied initially but granted after the PTO instituted the AIA review. It 
appears that a motion for a stay in Delaware will more likely than not be granted. The assigned judge, 
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however, greatly affects the odds. Of the 17 decisions from Judge Gregory Sleet, he granted a stay of 
litigation in 16 of them. (The reason for the one denial related to the fact that the parties were 
competitors.) If Judge Sleet’s decisions are removed, there were 22 decisions where nine were granted, 
11 were denied, and two were denied initially but later granted. That is, a stay was granted 50 percent 
of the time. 
 
In most cases, the court’s reasoning for its decision was predictable. Of the 26 grants, 13 were either 
joint or unopposed motions. For the denials, the court used one of the following reasons: the motion 
was filed before the PTO’s decision on the AIA petition, the case had progressed too far, or the AIA 
review did not cover all of the claims in the litigation. As for the two cases that were initially denied, the 
court granted the motions for stay after the PTO instituted the respective AIA reviews. 
 
Eastern District of Texas 
 
The grant rate for a motion for a stay pending an AIA review was 50 percent. Of the 22 decisions 
reviewed, 10 were granted, 11 were denied, and one was denied but reversed on appeal. Like Delaware, 
the court’s reasoning was predictable. Of the 10 motions that were granted, eight were joint or 
unopposed. The remaining two were filed early in the case where the PTO had already granted the 
petition for AIA review before the court’s ruling. The court’s reasons for denying motions for stays 
included: The motions were filed before the PTO decided to review the AIA petition, the defendants 
were not a party to the AIA review, the motions were filed late in the litigation, or the AIA review did not 
include all of the claims at issue in the litigation. 
 
In the case that was reversed, the district court denied the stay because it believed that the PTO would 
likely end up allowing the asserted claims despite the fact that the PTO granted the AIA petition finding 
a reasonable likelihood that the asserted claims were invalid. In reversing, the Federal Circuit faulted the 
district court for collaterally attacking the PTO’s decision, which it should not do. But the Federal Circuit 
noted that it was not an error for a district court to wait to rule on a motion to stay until the PTO 
decides whether to institute an AIA review. The problem that arises if the district court waits to rule is 
whether it should consider events that occur while the motion to stay is pending in its decision. 
 
The Federal Circuit, although not without dissent, held that the district court should consider the stage 
of discovery and if a trial date has been set as the day the motion is filed, but can consider other 
developments between filing of the motion and ruling such as the PTO instituting an AIA review. In other 
words, a party seeking to stay a litigation should file its motion early enough so that there is no trial date 
and little discovery, but late enough such that the decision by the PTO to institute an AIA review will 
issue before the district court rules on the motion for a stay. 
 
The Wrinkle 
 
Because there is a good chance a district court litigation may not be stayed pending an AIA review, 
parties might have to litigate simultaneously in dual proceedings. That means increased costs, but, of 
potentially greater significance, is that there is little guidance as to the interplay between a pending AIA 
review and district court litigation. Because there is little guidance, either in terms of case law, statutes, 
or regulations, logic dictates that a party should favor the proceeding, either AIA review or district court 
litigation, that provides the best opportunity to prevail with a final judgment first. A nonfinal judgment is 
not sufficient. 
 
In two unrelated matters, the Federal Circuit affirmed district court proceedings where the patents were 



 

 

held valid and infringed but then later vacated those rulings because while the cases were remanded to 
the district court for unresolved issues unrelated to validity or infringement, a later re-examination 
proceedings found the patents to be invalid. While Congress or the courts may ultimately change the 
rules, who wins a dual proceeding case might turn on who can receive a final judgment first. 
 
The Odds 
 
AIA reviews are extremely popular, with nearly 2,000 petitions filed since its inception. While parties will 
likely consider the possibility of an AIA review being filed in their case, they also need to consider the 
possibility that the district court litigation will not be stayed pending the AIA review — a 50 percent 
possibility. 
 
Although some may be surprised, the district court’s reasoning for granting or denying motions for stays 
are typically predictable. Thus, a party can predict and possibly influence the odds of motion for stay 
being granted by considering factors such as: the judge who has the case, whether the parties agree to 
the stay, the timing of the motion, the relationship of the parties, and the overlap between the district 
court litigation and the AIA review. So while it may seem that odds of court granting a motion for a 
staying pending an AIA review are based on a flip of a coin, a well-informed attorney should know 
better. 
 
—By Joseph A. Saltiel, Masuda Funai Eifert & Mitchell Ltd. 
 
Joseph Saltiel is vice chairman of the intellectual property and technology group at Masuda Funai in 
Chicago. 
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